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Bill C-22, dubbed the Drug Bill by the media, was 
designed in the larger context to facilitate Canadian 
access to international patent protection and to 
help Canadian business better exploit the 
commercially valuable information contained in 
patents. It was given Royal Assent on November 
19, 1987. While a few amendments came into 
force on that day, most of them will be phased in by 
proclamation over the next year. 


You will find below a list of the amendments that 
came into force with Royal Assent and upcoming 
changes to the Patent Act. 


AMENDMENTS NOW IN FORCE 
Abrogation of marking patented articles: 


The previous Patent Act obliged patentees to 
indicate the year of issuing of their patent on 
patented articles. That requirement was removed 
as being out-of-date and having no real benefit. 


Pharmaceutical and Food Products: 


The section of the Act which deals with drugs 
(section 41) has been amended as follows: 


New section 41(1): 


The Canadian Patent Office will now allow claims 
to a food or medicine per se except for naturally 
occurring substances made by microbiological 
process. This limitation with respect to microbiology 
will expire four years after Royal Assent. Pending 
applications may be amended to change claims 
from chemical-process-dependent to per se form. 
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New sections 41.1 to 41.25: 

These sections were proclaimed on December 7, 
1987. They are related to the pharmaceutical 
industry and drug pricing. 


MAIN AMENDMENTS TO COME INTO 
EFFECT 


° ratification of the Patent Co-operation Treaty 

¢ early publication 

* first to file system 

* absolute novelty and grace period 

¢ deferred examination 

* term of protection 

* maintenance fees 

* re-examination of patents 

¢ Patented Medicine Prices Review Board. 

The above amendments will be addressed in more 


detail in our future issues. 
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The amended Patent Act, given Royal Assent on 
November 19, 1987, has some provisions which will be- 
come increasingly important as the new Act becomes 
proclaimed over the coming months. The change in the 
way the new law regards novelty is one of these. 


ABSOLUTE NOVELTY 


Novelty has always been a condition of patentability in 
Canada. The novelty under the ‘old’ Act, however, was 
a relative one; an invention could be described in a 
publication or sold by anyone during the two years 
before filing and still be considered novel. The new Act 
will now require ‘absolute novelty’, i. e., any public dis- 
closure will bar grant of a patent. There is, however, in 
Canada, an exception, provided by the ‘grace period’. 


Under the old Act applicants could "swear back" and 
thereby overcome an earlier publication. They could 
state that they had made their invention before it was 
made public by someone else. Under the new Act they 
cannot overcome an earlier publication. Any publica- 
tion, sale, use, or prior application on the same inven- 
tion will bar a patent. Only an earlier priority date, i. e., 
an earlier foreign filing date by the applicant can over- 
come the bar, unless the grace period provision ap- 
plies. 


GRACE PERIOD 


The new Act provides a one-year grace period prior to 
filing an application for a patent, during which the in- 
ventor or those who learnt about it from him or her may 
disclose the invention without creating a bar against 
the grant of a patent. Canada differs from many 
countries in this respect. In some countries there is no 
grace period, or it is shorter. Other countries restrict 
disclosure of inventions during the grace period; for ex- 
ample, that disclosures be made at trade shows spon- 
sored by their Governments. Canadian inventors who 
disclose during the grace period may not be able to 
obtain patents in these couniries. 


The grace period, however, can be rendered ineffec- 
tive by a competitor who improves on a disclosed in- 
vention for which an application has not been filed, and 
‘describes’ it in an application. Irrespective of how the 
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competitor learnt about it, the grant of a patent on the 
original invention is barred by the filing of the improve- 
ment application. So, going public, even in Canada, is 
dangerous before the filing of an application! 


During the transitional period, intending applicants 
must make sure that if their inventions have already 
been disclosed, they apply while the old Acct is till in ef- 
fect; unless, of course, the disclosure was made during 
the grace period by them or someone who learned of 
the invention from them. 


TERM OF PROTECTION 


The old Act provides that patents are granted for 17 
years from their date of issue. Under the new Act, they 
will come into force on their date of issue and expire 
20 years after filing (earlier if maintenance fees are not 
paid). infringers will be liable to pay for damages suf- 
fered after grant. 


Protection, however, which is dependent on grant of 
patents, will become retroactive to the date of publica- 
tion, 18 months after filing. From publication to grant, 
infringers will be liable "to pay reasonable compensa- 
tion" for damages once a patent is granted. The two 
kinds of compensation, as determined by the courts, 
may be different. 


MARKING 


The requirement in the old Act to mark patented articles 
as ‘patented’ has been repealed; this change is one of 
the few already in effect. However, falsely marking an 
article as ‘patented’ if it is not patented in Canada, is 
still an offence. It is similarly wrong to mark an article 
patented by someone else as ‘patented’ in order to 
pretend that the article is made by the patentee. 


Whether to mark an article with ‘patent pending’ or 
‘patented’, provided that the statements are true, will 
now be solely questions of marketing strategy. 


Phone: (819) 997-1936 
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CONFLICT 


Conflict, a procedure that delays patent prosecution, 
is being phased out under the new Patent Act. Con- 
flict under the old Act exists between two applications 
pending at the same time when at least one claim in 
one application defines what another application 
claims or discloses. In some fast-developing areas 
dozens of applications could be in conflict because 
their inventions were all made about the same time. 
The determination of "the prior inventor" is an involved 
procedure that can take many months. Conflict, under 
the new Act, could still occur between two or more ap- 
plications if at least one of them was filed under the old 
Act. — 


Under the absolute novelty provisions of the 
newly-amended Patent Act, the first inventor to file is 
entitled to a patent provided all the criteria for 
patentability are met. Two applications filed on the 
same date and describing the same _ invention, 
however, will both issue as patents. There will be no 
conflict between them. A later filing can overcome an 
earlier one only if the later filing has an earlier 
Convention priority date. 


EXAMINATION 


Under the old Act all applications had to be examined 
in the Canadian Patent Office. Under the new Act, 
examination of applications will be done only when 
requested by the applicant or by a third party. 
However, the Commissioner will be able to require an 
applicant to request examination. If no one requests 
examination during a period to be set in the Rules and 
proposed to be seven years, or if the applicant fails to 
request examination when ordered to do so, the 
application will be abandoned. An abandoned 
application may be reinstated by petition and on 
payment of another fee. 


Applications already filed under the old Act will 
continue to be examined. Implementation of the new 
Act will reduce the examination load of the Patent 
Office, allowing the examiners to reduce the backlog 
of the many thousands of applications pending under 
the old Act. 


It is difficult to assess how many requests for 
examination will be received under the new Act; 
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however, it is generally believed that a large number 
of applications will not require examination. These will 
be published, but they will not be issued as patents. 


RE-EXAMINATION 


Anyone may ask that one or more claims of a patent 
be re-examined. The request must be supported by 
prior art and a fee paid. The requestor must also set 
out the pertinency of the prior art and the method of 
applying it against the claims. The Commissioner of 
Patents is then required to establish a re-examination 
Board. Should the Board find that new questions of 
patentability have been raised, it notifies the patentee 
who, in turn, may amend or present arguments in 
support of the claims. However, claims cannot be 
broadened. The Board must re-examine the claims in 
dispute and issue a ruling. After re-examination, the 
Board will issue a Certificate cancelling, confirming, or 
amending claims. Any decision in such a certificate is 
appealable to the Federal Court within three months. 


THE ROADSHOW 


The Commissioner of Patents, J. H. A. Gariépy, 
accompanied by a specialist and a co-ordinator from 
the Patent Office, gave 16 presentations on the new 
Patent Act and Rules in 13 Canadian cities, from coast 
to coast and from the U. S. border to the Yukon, last 
June and July. Total attendance was 550, including 28 
journalists. Members of the public were invited to 
submit comments on the proposed Rules required to 
administer the new Act. The comments made will be 
evaluated and taken into consideration in the final 
drafting of the Rules. 


Finally, the Rules relating to the general revision of the 
Act and those relating to the implementation of the 
Patent Co-operation Treaty will be published in Part | 
of the Canada Gazette, at which time there will be a 
final 30-day period for comments and suggestions 
for changes. 
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CONFLICT however, it is generally believed that a large number 


Conflict, a procedure that delays patent prosecution, 
is being phased out under the new Patent Act. Con- 
flict under the old Act exists between two applications 
pending at the same time when at least one claim in 
one application defines what another application 
claims or discloses. In some fast-developing areas 
dozens of applications could be in conflict because 
their inventions were all made about the same time. 
The determination of "the prior inventor’ is an involved 
procedure that can take many months. Conflict, under 
the new Act, could still occur between two or more ap- 
plications if at least one of them was filed under the old 
Act. - 


Under the absolute novelty provisions of the 
newly-amended Patent Act, the first inventor to file is 
entitled to a patent provided all the criteria for 
patentability are met. Two applications filed on the 
same date and describing the same _ invention, 
however, will both issue as patents. There will be no 
conflict between them. A later filing can overcome an 
earlier one only if the later filing has an earlier 
Convention priority date. 


EXAMINATION 


Under the old Act all applications had to be examined 
in the Canadian Patent Office. Under the new Act, 
examination of applications will be done only when 
requested by the applicant or by a third party. 
However, the Commissioner will be able to require an 
applicant to request examination. If no one requests 
examination during a period to be set in the Rules and 
proposed to be seven years, or if the applicant fails to 
request examination when ordered to do so, the 
application will be abandoned. An abandoned 
application may be reinstated by petition and on 
payment of another fee. 


Applications already filed under the old Act will 
continue to be examined. Implementation of the new 
Act will reduce the examination load of the Patent 
Office, allowing the examiners to reduce the backlog 
of the many thousands of applications pending under 
the old Act. 


It is difficult to assess how many requests for 
examination will be received under the new Act; 
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of applications will not require examination. These will 
be published, but they will not be issued as patents. 


RE-EXAMINATION 


Anyone may ask that one or more claims of a patent 
be re-examined. The request must be supported by 
prior art and a fee paid. The requestor must also set 
out the pertinency of the prior art and the method of 
applying it against the claims. The Commissioner of 
Patents is then required to establish a re-examination 
Board. Should the Board find that new questions of 
patentability have been raised, it notifies the patentee 
who, in turn, may amend or present arguments in 
support of the claims. However, claims cannot be 
broadened. The Board must re-examine the claims in 
dispute and issue a ruling. After re-examination, the 
Board will issue a certificate cancelling, confirming, or 
amending claims. Any decision in such a certificate is 
appealable to the Federal Court within three months. 


THE ROADSHOW 


The Commissioner of Patents, J. H. A. Gariépy, 
accompanied by a specialist and a co-ordinator from 
the Patent Office, gave 16 presentations on the new 
Patent Act and Rules in 13 Canadian cities, from coast 
to coast and from the U. S. border to the Yukon, last 
June and July. Total attendance was 550, including 28 
journalists. Members of the public were invited to 
submit comments on the proposed Rules required to 
administer the new Act. The comments made will be 
evaluated and taken into consideration in the final 
drafting of the Rules. 


Finally, the Rules relating to the general revision of the 
Act and those relating to the implementation of the 
Patent Co-operation Treaty will be published in Part | 
of the Canada Gazette, at which time there will be a 
final 30-day period for comments and suggestions 
for changes. 


Phone: (819) 997-1936 
FAX: (819) 997-2721 
Telex: 0533694 
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PUBLICATION 


Patents in Canada have always been made 
public when granted. Under the ‘old’ Patent Act the 
Commissioner of Patents published in the Patent Of- 
fice Recordthe title, number, classification and owner- 
ship of granted patents. Applications were always 
kept secret until they were issued as patents. 

The amended Act, however, provides for a 
patent application to be open to inspection by the 
public on the earlier of: 18 months after the application 
is first filed in Canada, or, if there is foreign priority, 18 
months after the priority date. Applications withdrawn 
within 18 months of filing or convention date are not 
made public. 

The Commissioner intends to publish weekly 
a list of all patents issued; he will also publish lists of 
applications laid open to the public. 


PATENT CO-OPERATION TREATY 


The new Patent Act makes special reference 
to the Patent Co-operation Treaty (PCT) of 1970. 
Canada plans to join some 40 countries in ratifying 
PCT. Anapplicant need file only one application, in his 
or herhome country, instead of filing independently in 
every country where protection is required. Canada 
intends to accede to Chapters | and Il of the Treaty. 
Chapter | provides for a search report, showing the 
prior art relevant to the invention being described. 
Under Chapter Il, a preliminary examination is also 
done. 

The PCT will give Canadian applicants the 
benefits of lower or delayed costs of translation and 
prosecution. For example, instead of filing in the lan- 
guage of each country and paying within a year of first 
filing all translation, filing and agents’ fees, PCT appli- 
cants will have about 18 months under Chapter I. If 
Canada were to join Chapter II as well, payment of 
costs could be delayed 30 months. The additional 
time could be used on other matters such as raising 
capital and marketing studies. In addition, Chapter II 
provides an applicant with an examination report, that 
is, an official opinion on the patentable merits of the 
application. An applicant, therefore, has a basis for 
deciding whether or not to take on the expense of 
multiple patents before these fees are due. 
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In an international application an applicant 
files in one language in his or her country and desig- 
nates countries in which he or she would like a patent. 
This application is verified for certain formalities and 
sent to the World Intellectual Property Organization 
(WIPO) in Geneva for subsequent publication. A copy 
is also sent to one of the International Searching 
Authorities, acting for his or her country, for the estab- 
lishment of a search report. Canada may consider 
becoming a search and examining authority. The 
Searching Authority reports to the applicant, who may 
amend his or her application at that point. WIPO 
publishes the application 18 months after the priority 
date and sends a copy of both the application and the 
reportto the patent offices of the countries designated 
by the applicant as filing countries. 

Publication will be in one of English, French, 
German, Japanese or Russian, according to the lan- 
guage of application; those applications published in 
a language other than English will have attached to 
them an English-language abstract. Applicants with 


applications written in English or French may have to 


provide translations into the languages of the desig- 
nated countries if this is required. 

An application under PCT made in Canada 
will be regulated by a group of rules made under 
Section 12 of the Patent Act which will in no way 
conflict with the Canadian regulations for a normal 
national filing. 

Applications received in the Canadian Patent 
Office acting in its capacity as a receiving office must 
be in English or in French, and they will be available to 
the public 18 months after their filing dates. Applica- 
tions in which Canada is ‘designated’ by a foreign 
applicant will be published in Geneva by WIPO. Re- 
quirements concerning completion, abandonment and 
reinstatement will be dealt with when the application 
enters the national phase. 

The public will be informed when the provi- 
sions of the Patent Co-operation Treaty will go into 
effect. 


Phone: (819) 997-1936 CCAC No. 191 20017 B 89-05 
FAX: (819) 997-2721 


Telex: 00533694 
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The new Patent Act, given Royal Assent No- 
vember 19, 1987, was proclaimed October 1, 1989. 
This issue of PatentiNFOBrevet reviews some of the 
most important new provisions in the amended Act. 


ABSOLUTE NOVELTY 


The new Act changes the standard of novelty 
required for obtaining a patent. Canada will not grant a 
patent for an invention that has been disclosed before 
the Canadian filing date or the foreign priority filing 
date. 

There is, however, one exception to this gen- 
eral rule. Public disclosure of an invention by the appli- 
cant, or a person who knew of the invention directly or 
indirectly from the applicant, is allowed if the disclosure 
is made less than one year (“grace period") before the 
Canadian filing date. 


FEES 


For small entities there is a filing fee of $150, an 
examination fee of $200 and a final fee of $150 . Large 
entities pay twice as much. Annual maintenance fees of 
from $50 to $200 will have to be paid by small entities 
from the second tothe 19th year after filing. Large ones 
will pay double. 


PUBLICATION 


The amended Act provides for an application 
to be opento inspection by the public. This can happen 
either 18 months -after the application is first filed in 
Canada, or, if there is foreign priority, 18 months after 
the priority date, whichever is earlier. Applications with- 
drawn within 18 months of the filing or the priority date 
are not made public. 


TERM OF PROTECTION 


Under the new Act, patents will come into force 
on their date of issue and expire 20 years after filing. 
Infringers will be liable to pay for damages suffered 
after grant, and for reasonable compensation between 
publication and grant. 


THE FIRST-TO-FILE SYSTEM 


Under the first-to-file system, the first inventor 
to file is entitled to a patent provided all the criteria for 
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Corporate Affairs Canada 
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patentability are met. A later filing can overcome an 
earlier one only if the later filing has an earlier priority 
date. This makes it extremely important to file an appli- 
cation in the Patent Office as soon as possible. 


CONFLICT 


Conflict between two or more applications 
pending at the same time when at least one claim in 
one application defines what another application claims 
or discloses will now exist between applications only 
if at least one of the applications was filed under the old 
Act. 


DEFERRED EXAMINATION 


Examination of applications will be done only 
when requested by an applicant or by a third party, 
including the Commissioner of Patents. If no request 
for examinationis received during the first seven years, 
the application will be abandoned. All applications al- 
ready filed under the old Act will all continue to be 
examined. 


RE-EXAMINATION 


Anyone may ask that one or more claims of a 
patent bere-examined. The request can only be based 
on prior art . The requester must Set out the pertinency 
of the prior art and its application against the claims. 
The Commissioner of Patents will then establish a Re- 
examination Board which will issue a certificate 
cancelling, confirming, or amending claims as appro- 
priate. Any decision in such a certificate is appealable 
to the Federal Court within three months. 


PATENT CO-OPERATION TREATY (PCT) 


Canada will join some 40 countries in ratifying 
the Patent Cooperation Treaty. The Treaty comes into 
force for Canada on January 2, 1990. Under that 
Treaty, an applicant will be able to file one application 
in Canada and ask for patent protection in any of the 
43 signatory countries. ee = 
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—— Patent INFO 


The Patent Act provides for compulsory licences 
to manufacture, use, or import patented products or 
processes. Compulsory licences may be granted to 
allow the manufacture of foods, the manufacture or 
importation of pharmaceuticals, or to overcome abuses 
of patent rights. The terms of compulsory licences, 
which may include royalties, are settled by the Com- 
missioner of Patents. The Commissioner's decisions 
are appealable to the Federal Court. 


MEDICINES AND FOOD 


The so-called ‘drug’ section, now s. 39 of the 
Patent Act, gives the Commissioner of Patents author- 
ity to grant acompulsory licence to manufacture a food 
orto manufacture or import a medicine into Canada. In 
settling the terms of the licence and fixing the royalty 
payable, the Commissioner must weigh the desirability 
of making the food or medicine available at the lowest 
price with the need to ensure patentees receive due re- 
ward for their inventions. 

Patent Act amendments which came into force 
on December 7, 1987 created periods of market exclu- 
sivity for patentees during which only the patentee of a 
medicine can sellit. Essentially, these periods of exclu- 
sivity are seven years for manufacturing in Canada and 
ten years for importing into Canada. In each case, the 
period of market exclusivity runs from the date of the 
first Notice of Compliance granted by Health and Wel- 
fare Canada. 

In the case of foods, compulsory licences may 
be obtained only to manufacture the food in Canada. 
There are no periods of exclusivity as in the case of 
medicines. 

There will be a review of the legislation on 
drugs in 1996. 


ABUSE OF PATENT RIGHTS 

Sections 64 to 70 provide another route to 
obtain compulsory licences to manufacture. Grant of a 
compulsory licence under these sections is one of the 
remedies available to the Commissioner if a patentee 
has abused his or her patent rights. 
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COMPULSORY LICENCES 


Abuse occurs if a patented invention is not 
being worked on a commercial scale in Canada with- 
out good reason, or if working a patent in Canada is 
being hindered by importation by the patentee or by 
someone against whom the patentee has not taken in- 
fringement action. 

There is also abuse if demand in Canadais not 
being filled on reasonable terms: if trade or establish- 
ment of new trade or industry is prejudiced by the 
patentee refusing to grant a licence on reasonable 
terms, and such a licence is in the public interest, or if 
such alicence has unreasonable conditions attached. 
Abuse also occurs if the existence of a process patent 
is used to prejudice unfairly production of its non- 
patented product, or if a patent on such a product 
unfairly prejudices its manufacture, use or sale. 

An application for relief alleging abuse can be 
made at any time following three years after grant. If 
the Commissioner thinks, however, that because of 
the nature of the invention, three years is not sufficient 
for working on a commercial scale, he can provide the 
patentee more time. The Commissioner must take into 
account that patents are granted “not only to encour- 
age invention but to secure that new inventions shall, 
so far as possible, be worked on acommercial scale in 
Canada without undue delay.” 

Under the abuse sections, compulsory licences 
can be granted which include prohibitions against im- 
porting for a specified period of time. 

The Commissioner, if he believes a compul- 
sory licence would not end the abuse, may instead re- 
voke a patent, or refuse an application for a compul- 
sory licence. 

In settling terms, the Commissioner tries to 
ensure the widest possible use of inventions in Can- 
ada while providing a reasonable return to the pat- 
entee. 


Phone: (819) 997-1936 
FAX: (819) 997-2721 
Telex: 00533694 
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Canada’s most important technological database, the 
Canadian patent files, which now occupy ten kilometres of 
shelving in Hull, Quebec, will be computerized. The project to 
establish a Canadian Automated Patent System (CAPS), at a 
cost of some 74 million dollars, will take six years to complete. 
CAPS wiil make Canada’s patents and published applications 
accessible to personal computers via telephone, anywhere in 
Canada. 


ELECTRONIC SYSTEM 


By 1992, all incoming patent applications will be scanned and 
stored electronically. Applications will be fed into scanners to 
have their images stored in one file and their texts stored in 
another. Access to a particular application or issued patent 
will be available through several methods. First, one will be 
able to search by application or patent number, or by inventor 
Or assignee. Second, searches will be possible by 
classification of the application or patent. Third, one will be 
able to search for key words in the title or text. Using the third 
method, the text file is interrogated and when keywords are 
found any corresponding images will be retrieved as well. 


Electronic images will correspond to the paper originals, 
allowing the system to store and display, in addition to texts, 
drawings, mathematical formulae and chemical symbols, all of 
which are features of patent documents. Examiners will be 
able to view two texts or images side by side, allowing them 
to compare an application with an issued patent, or compare 
a drawing with its description. 


SYSTEM IMPLEMENTATION 


CAPS will be implemented in three phases. About mid-1991, 
a small version, or core, of the final system will be installed. 
This core will consist of about 20 workstations hooked to a 
computer having a database about one-tenth the size of the 
final system. This will allow all the necessary electronic 
processing functions to be developed under actual user 
conditions. The core system will then be tested to see if it 
works and to ensure that it can be scaled up to meet the 
needs of the Patent Office’s final system. 


The second implementation phase will start toward the end of 
1992 when the final system will be installed and workstations 
and terminals deployed throughout the Office. This, too, will be 
done in stages. A comprehensive training program will be set 
up to help all affected employees, particularly those who were 
not involved in the development, to become thoroughly familiar 
with the system. Following full deployment, another operational 
test will be done to see if it works under full load and to ensure 
that the system is secure. 
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THE CANADIAN PATENT OFFICE WILL BE COMPUTERIZED 


The third and last phase is scheduled for the beginning of 
1995 when access to CAPS by the patent profession and 
small- and medium-size businesses (SMB) will start. At this 
stage foreign patent data will be integrated into the system and 
reside in the database alongside Canadian patent data. This 
last phase will end in March 1996 with an audit of the entire 
implementation program to see if the system has met its 
objectives. 


DISSEMINATION 


Maximizing the effective dissemination of the technological 
information found in patents is one of the major long-term 
goals of computerization and is expected to be achieved 
during the final phase of the project. Once the search needs 
of the Canadian Patent Office and the patent profession are 
satisfied, attention will be focused on fulfilling the needs of the 
SMB. This is likely to involve a variety of methods, from 
allowing direct access to the system, possibly with patent 
examiners as experts who interpret or help get the information, 
to publication of the information in CD-ROM format so that the 
SMB can search the information at their leisure. 


External access will be available through five or six regional 
nodes across Canada. In effect, these will operate as regional 
patent offices through which the external user can access and 
be directly linked to the central Office. This will greatly equalize 
access across Canada--another of the goals of computeriza- 
tion. Direct filing of patent applications by agents from across 
Canada may become possible at the end of the last stage. 
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